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THE LONDON AGREEMENT —
FINALLY, A HAPPY ENDING

reported by Jochen Sties

Decided in the year 2000, then blocked by France for seven years — that was, until
just a few days ago, the story of the London Agreement, which is intended to reduce
the translation costs for European patents.

Now, finally, France deposited the instrument of ratification of the Agreement with the
Federal Foreign Office in Berlin, and the London Agreement will enter into force on

1 May 2008.

The effects of the Agreement will be to the benefit of all European patents for which
the mention of the grant will be published after the effective date of the Agreement.

We have compiled some important information about the London Agreement below:

SUMMARY OF THE CONTENTS OF THE LONDON AGREEMENT

The London Agreement provides that the Contracting States to a large extent waive
the requirement for a translation of a European patent into their respective national
language. An important aspect is that accession to the London Agreement is
voluntary.

Nothing will change about the translation requirement for the member states of the
European Patent Convention that do not accede (which currently is the majority).
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For those Contracting States that do accede to the London Agreement, a distinction
is made between two groups of States:

1. Those Contracting States whose national language is one of the official
languages of the European Patent Office will dispense with a translation
entirely. Currently, these are Germany, Great Britain, France,
Switzerland/Liechtenstein, and Luxembourg.

2. The other Contracting States may at most require a translation of the
description into an official language of the European Patent Office and a
translation of the claims into their national language. Such a translation is
currently required by the Netherlands, Sweden, and Denmark. Some other
Contracting States (Latvia and Slovenia) require no translation at all.

There is no change to the requirement to file, upon grant of the patent, a translation
of the claims into the two official languages other than the language of the
application.

REDUCTION IN THE VOLUME OF TRANSLATIONS IN PRACTICE

We have attached an overview of those member states of the European Patent
Convention which were the most frequently designated states in the year 2000 (in
descending order). Printed in bold type are those states that are also Contracting
States of the London Agreement.

It can be seen that it is not possible to make a sweeping statement about the
reduction in the requirement for translations. Rather, it depends on the EPC member
states specifically designated in a particular patent whether translation costs will be
reduced at all.

Example: As a Contracting State, France requires no translation at all. But, if
Belgium has been designated, it is still necessary to prepare a French translation of
the description.

POSSIBLE CHANGES FOR PRACTICAL ORIENTATION

We have outlined a few possible changes to filing strategies below which may be
derived from the London Agreement.

1. Filing an application in English

If the Netherlands, Sweden and/or Denmark are usually designated in a
European patent application, but Austria is not, the application could be filed
in the English language in future (rather than in the German language). In
many cases, an English version of the application documents is available
anyway for counterpart applications in, e.g., the USA. If the EP application is
filed in English right from the start, a separate translation for the Netherlands,
Sweden and/or Denmark which would otherwise have to be prepared after
grant becomes unnecessary. However, these countries continue to require
translations of the claims into the respective national language, to be
published along with the English-language description.
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2. Checking the designhated states
With a view to the requirement for translations ceasing to exist in some
states, it should be checked whether it would be of advantage to designate
these states more frequently. In an optimum case, protection by patent in a
further Contracting State may be obtained by payment of only the designation
fee. Of course, annuities will also become due for these States, which increase
disproportionately as the term of the patent progresses.

3. Several national patent applications vs. one single European patent application
The rule of thumb applicable up to now was that three national patent
applications give rise to roughly the same costs as one single European patent
application. With the requirement for translations no longer existing in some
states, the limit as from which a European patent application is profitable, as
compared with several national applications, will shift further in favour of the
EP application.

SUMMARY

European patent applications will, in principle, become more attractive since the
costs of translations of the patent specification into different languages will become
lower upon the London Agreement entering into force. But the extent to which the
translation costs decrease depends on the states that are specifically designated in a
European patent and in which the patent is validated later. It should be checked
whether in future it may be of advantage to designate other Contracting States or to
select a different language for a particular application.

At all events, it is advisable to obtain client-specific advice on the advantages and
disadvantages involved.

QUESTIONS?

If you have any questions regarding this topic, please feel free to get in touch with
your personal contact or Jochen Sties at j.sties@prinz.eu.

Prinz & Partner Telephone: +49 (0) 89 / 59 98 87-0
Rundfunkplatz 2 Telefax: +49 (0) 89 / 59 98 87-211

80335 Munchen Email: j.sties@prinz.eu
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OVERVIEW OF THE TRANSLATION REQUIREMENTS AFTER THE EFFEC-
TIVE DATE OF THE LONDON AGREEMENT

for the 15 Contracting States of the European Patent Convention which were
designated most frequently in the year 2000 (in descending order)

Contracting State

Translation of the description

Translation of the claims

Germany No No
Great Britain No No
France No No
Italy National language National language
Netherlands English National language
Spain National language National language
Sweden English National language
Belgium National language National language
Switzerland/Liechtenstein | No No
Austria National language National language
Denmark English National language
Portugal National language National language
Greece National language National language
Luxembourg No No
Ireland National language National language

Member states of the London Agreement printed in bold type
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